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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

THE REPLY FILED Jun 17, 2002 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid the abandonment of this application. A proper reply to a final 
rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in condition for 
allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued Examination 
(RCE) in compliance with 37 CFR 1.114. 

THE PERIOD FOR REPLY [check only a) or b)] 

a) Ixl The period for reply expires 3 months from the mailing date of the final rejection. 

b) □ The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever 

is later. In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the 

final rejection. ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. 

See MPEP 706.07(f). 

Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .1 36(a) and the appropriate 
extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The 
appropriate extension fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally 
set in the final Office action; or (2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the 
mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 



_. Appellant's Brief must be filed within the period set forth in 



1 . □ A Notice of Appeal was filed on 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see NOTE below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: 



3.Q Applicant's reply has overcome the following rejection(s): 



would be allowable if submitted in 



4.D Newly proposed or amended claim(s) 

a separate, timely filed amendment canceling the non-allowable claim(s). 

5.63 The a) □ affidavit, b) □ exhibit, or c) IX) request for reconsideration has been considered but does NOT place the 
application in condition for allowance because: 

see attachment 



6. K 

7. K 



The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly raised 
by the Examiner in the final rejection. 

For purposes of Appeal, the proposed amendment(s) a)Q will not be entered or b)K will be entered and an 
explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim (s) allowed: none 



Claim(s) objected to: none 



Claim (s) rejected: 4, 6, and 11-16 



Claim(s) withdrawn from consideration: 



The proposed drawing correction filed on 



8. D 

9. D Note the attached information Disclosure Statement(s) (PTO-1449) Paper No(s) 
10. □ Other: 



is a) □ approved or b) Q disapproved by the Examiner. 
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The declaration presented after final attempting to distinguish the invention over the art 
and/or demonstrate unexpected results so as to overcome the 35 U.S.C. 102 and 103 rejections is 
acknowledged. Applicant gives no reasons as to why the declaration was not earlier presented, 
even though the declaration is dated April 22, 1996. Entry of the declaration is denied because 
applicant did not provide "good and sufficient reasons" under either 35 CFR § 1.1 16 or § 1.195 
why the declaration was not earlier presented. 

Applicant's arguments have been fully considered but they are not deemed to be 
persuasive. With respect to arguments directed to a pH of 10 and 10.2, applicant's attention is 
directed to claim 11, which encompasses "about 10". In addition the use of ion exchange 
chromatograph is not precluded from the instant claims. It is unclear from the record what is to 
be included or excluded by the "consisting essentially of clause. 

The transitional phrase "consisting essentially of limits the scope of a claim to the 
specified materials or steps "and those that do not materially affect the basic and novel 
characteristic(s)" of the claimed invention. In re Herz , 537 F.2d 549, 551 - 52, 190 USPQ 461, 
463 (CCPA 1976)(emphasis in original)(Prior art hydraulic fluid required a dispersant which 
appellants argued was excluded from claims limited to a functional fluid "consisting essentially 
of certain components. In finding the claims did not exclude the prior art dispersant, the court 
noted that appellants' specification indicated the claimed composition can contain any well - 
known additive such as a dispersant, and there was no evidence that the presence of a dispersant 
would materially affect the basic and novel characteristic of the claimed invention. The prior art 
composition had the same basic and novel characteristic (increased oxidation resistance) as well 
as additional enhanced detergent and dispersant characteristics.). See also Atlas Powder Co. v. 
E.I duPont de Nemours & Co. , 750 F.2d 1 569, 224 USPQ 409 (Fed. Cir. 1984); In re 
Janakirama - Rao, 317 F.2d 951, 137 USPQ 893 (CCPA 1963); Water Technologies Corp. v. 
Calco, Ltd ., 850 F.2d 660, 7 USPQ2d 1097 (Fed. Cir. 1988). When an applicant contends that 
additional steps or materials in the prior art are excluded by the recitation of "consisting 
essentially of," applicant has the burden of showing that the introduction of additional steps or 
components would materially change the characteristics of applicant's invention. In re De 
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Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964). See also Ex parte Hoffman, 12 USPQ2d 
1 06 1 , 1 063 - 64 (Bd. Pat. App. & Inter. 1 989)(" Although 'consisting essentially of is typically 
used and defined in the context of compositions of matter, we find nothing intrinsically wrong 
with the use of such language as a modifier of method steps . . . [rendering] the claim open only 
for the inclusion of steps which do not materially affect the basic and novel characteristics of the 
claimed method. To determine the steps included versus excluded the claim must be read in light 
of the specification .... [I]t is an applicant's burden to establish that a step practiced in a prior art 
method is excluded from his claims by 'consisting essentially of language."). 
Therefore the rejections are deemed proper and are adhered to. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Irene Marx whose telephone number is (703) 308-2922. The examiner can 
normally be reached on Monday through Friday from 6:30 AM to 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn, can be reached on (703) 308-4743. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is before final (703) 
872-9306 and after final, (703) 872-9307. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to Customer Service whose telephone number is (703) 308-0198 or the 
receptionist whose telephone number is (703) 308-1235. , n 




Irene Marx 
Primary Examiner 
Art Unit 1651 
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COMMENTS: 

Here is the copy of the advisory action that you requested. 

IF YOU HAVE NOT RECEIVED ALL THE PAGES OF THIS TRANSMISSION, PLEASE CONTACT THE 
EXAMINER AT THE TELEPHONE NUMBER LISTED ABOVE. 

ALL FAX MACHINES RECEIVE TRANSMISSIONS 24 HOURS PER DAY, SEVEN 
DAYS PER WEEK. 

IN COMPLIANCE WITH 1096 OG 30 . THE FILING DATE ACCORDED EACH 
OFFICIAL FAX TRANSMISSION WILL BE DETERMINED BY THE FAX MACHINE 
DATE STAMP FOUND ON THE LAST PAGE OF THE TRANSMISSION, UNLESS THAT 
DATE IS A SATURDAY, SUNDAY, OR FEDERAL HOLIDAY WITHIN THE DISTRICT 
OF COLUMBIA, IN WHICH CASE THE OFFICIAL DATE OF RECEIPT WILL BE THE 
NEXT BUSINESS DAY. 

THE DOCUMENT(S) ACCOMPANYING THIS FACSIMILE TRANSMISSION CONTAIN(S) INFORMATION FROM THE UNITED 
STATES PATENT AND TRADEMARK OFFICE WHICH IS CONFIDENTIAL AND/OR LEGALLY PRIVILEGED. THIS 
INFORMATION IS FOR THE USE OF THE INDIVIDUAL OR FIRM NAMED ON THIS SHEET. IF YOU ARE NOT THE INTENDED 
RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY DISCLOSURE, COPYING, DISTRIBUTION, OR THE TAKING OF ANY 
ACTION IN RELIANCE ON THE CONTENTS OF THIS INFORMATION IS STRICTLY PROHIBITED. THE DOCUMENTS SHOULD 
BE RETURNED TO THE PATENT AND TRADEMARK OFFICE IMMEDIATELY. IF THIS FACSIMILE IS RECEIVED IN ERROR, 
PLEASE NOTIFY THE EXAMINER LISTED HEREON IMMEDIATELY. 



